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CHAPTER 10—PATENTABILITY OF INVENTIONS
Sec.

100. Definitions.

101. Inventions patentable.

102. Conditionsfor patentability; novelty and loss of right to patent.
103. Conditionsfor patentability; non-obvious subject matter.

104. Invention made abroad.

105. Inventionsin outer space.

Amendment of Analysis

Pub. L. 112-29, 8§ 3(b)(3), (d), (n), Sept. 16, 2011, 125 Stat. 287, 293, provided that, effective upon the expiration of
the 18-month period beginning on Sept. 16, 2011, and applicable to certain applications for patent and any patents
issuing thereon, this analysisis amended by amending item 102 to read “ Conditions for patentability; novelty” and by
striking out item 104. See 2011 Amendment note below.

Amendments

2011—Pub. L. 112-29, §3(b)(3), (d), Sept. 16, 2011, 125 Stat. 287, substituted in item 102 “Conditions for
patentability; novelty” for “Conditions for patentability; novelty and loss of right to patent” and struck out item 104
“Invention made abroad” .

1990—Pub. L. 101-580, § 1(b), Nov. 15, 1990, 104 Stat. 2863, added item 105.

8 100. Definitions

When used in this title unless the context otherwise indicates—
(@) Theterm “invention” meansinvention or discovery.

(b) The term “process’ means process, art or method, and includes a new use of a known process,
machine, manufacture, composition of matter, or material.

(c) Theterms “United States’ and “this country” mean the United States of America, its territories
and possessions.

(d) The word “patentee” includes not only the patentee to whom the patent was issued but also the
successorsin title to the patentee.

(e) Theterm “third-party requester” means a person requesting ex parte reexamination under section
302 or inter partes reexamination under section 311 who is not the patent owner.

(July 19, 1952, ch. 950, 66 Stat. 797; Pub. L. 106-113, div. B, § 1000(a)(9) [title IV, § 4603], Nov. 29,
1999, 113 Stat. 1536, 1501A-567; Pub. L. 11229, § 3(a), Sept. 16, 2011, 125 Stat. 285.)

Amendment of Section

Pub. L. 112-29, §3(a), (n), Sept. 16, 2011, 125 Stat. 285, 293, provided that, effective upon the expiration of the
18-month period beginning on Sept. 16, 2011, and applicable to certain applications for patent and any patents issuing
thereon, this section is amended:

(2) in subsection (€), by striking “or inter partes reexamination under section 311"; and
(2) by adding at the end the following:

(f) The term “inventor” means the individual or, if a joint invention, the individuals collectively who invented or
discovered the subject matter of the invention.

(9) Theterms*“joint inventor” and “coinventor” mean any 1 of the individuals who invented or discovered the subject
matter of ajoint invention.

(h) The term “joint research agreement” means a written contract, grant, or cooperative agreement entered into by 2
or more persons or entities for the performance of experimental, developmental, or research work in the field of the
claimed invention.
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(i)(1) Theterm “effective filing date” for a claimed invention in a patent or application for patent means—

(A) if subparagraph (B) does not apply, the actual filing date of the patent or the application for the patent containing
aclaim to the invention; or

(B) the filing date of the earliest application for which the patent or application is entitled, as to such invention, to
aright of priority under section 119, 365 (a), or 365 (b) or to the benefit of an earlier filing date under section 120,
121, or 365 (c).

(2) The effectivefiling date for aclaimed invention in an application for reissue or reissued patent shall be determined
by deeming the claim to the invention to have been contained in the patent for which reissue was sought.

(i) Theterm “claimed invention” means the subject matter defined by a claimin apatent or an application for a patent.
See 2011 Amendment notes below.

Historical and Revision Notes

Paragraph (&) is added only to avoid repetition of the phrase “invention or discovery” and its derivatives throughout
the revised title. The present statutes use the phrase “invention or discovery” and derivatives.

Paragraph (b) is noted under section 101.

Paragraphs (c) and (d) are added to avoid the use of long expressions in various parts of the revised title.

Amendments

2011—Subsec. (€). Pub. L. 112-29, § 3(a)(1), struck out “or inter partes reexamination under section 311" after “302".
Subsecs. (f) to (j). Pub. L. 112—29, § 3(a)(2), added subsecs. (f) to (j).

1999—Subsec. (€). Pub. L. 106-113 added subsec. (€).

Effective Date of 2011 Amendment; Savings Provisions
Pub. L. 11229, §3(n), Sept. 16, 2011, 125 Stat. 293, provided that:

“(2) In general.—Except as otherwise provided in this section [amending this section and sections 32, 102, 103, 111,
119, 120, 134, 135, 145, 146, 154, 172, 202, 287, 291, 305, 363, 374, and 375 of thistitle, repealing sections 104 and
157 of thistitle, and enacting provisions set out as notes under sections 32, 102, and 111 of thistitle], the amendments
made by this section shall take effect upon the expiration of the 18-month period beginning on the date of the enactment
of this Act [Sept. 16, 2011], and shall apply to any application for patent, and to any patent issuing thereon, that
contains or contained at any time—

“(A) aclaim to a claimed invention that has an effective filing date as defined in section 100 (i) of title 35, United
States Code, that is on or after the effective date described in this paragraph; or

“(B) aspecific reference under section 120, 121, or 365 (c) of title 35, United States Code, to any patent or application
that contains or contained at any time such aclaim.

“(2) Interfering patents.—The provisions of sections 102 (g), 135, and 291 of title 35, United States Code, asin effect
on the day before the effective date set forth in paragraph (1) of this subsection, shall apply to each claim of an
application for patent, and any patent issued thereon, for which the amendments made by this section also apply, if
such application or patent contains or contained at any time—

“(A) aclaimto an invention having an effective filing date as defined in section 100 (i) of title 35, United States Code,
that occurs before the effective date set forth in paragraph (1) of this subsection; or

“(B) aspecific reference under section 120, 121, or 365 (c) of title 35, United States Code, to any patent or application
that contains or contained at any time such aclaim.”
Effective Date of 1999 Amendment

Amendment by Pub. L. 106-113 effective Nov. 29, 1999, and applicable to any patent issuing from an original
application filed in the United States on or after that date, see section 1000 (a)(9) [title IV, §4608(a)] of Pub. L.
106-113, set out as anote under section 41 of thistitle.
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8§ 101. Inventions patentable

Whoever invents or discovers any new and useful process, machine, manufacture, or composition
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of thistitle.

(July 19, 1952, ch. 950, 66 Stat. 797.)

Historical and Revision Notes

Based on Title 35, U.S.C., 1946 ed., § 31 (R.S. 4886, amended (1) Mar. 3, 1897, ch. 391, §1, 29 Stat. 692, (2) May
23, 1930, ch. 312, §1, 46 Stat. 376, (3) Aug. 5, 1939, ch. 450, § 1, 53 Stat. 1212).

The corresponding section of existing statute is split into two sections, section 101 relating to the subject matter for
which patents may be obtained, and section 102 defining statutory novelty and stating other conditionsfor patentability.

Section 101 followsthewording of the existing statute asto the subject matter for patents, except that referenceto plant
patents has been omitted for incorporation in section 301 and the word “art” has been replaced by “process’, which
is defined in section 100. The word “art” in the corresponding section of the existing statute has a different meaning
than the same word as used in other places in the statute; it has been interpreted by the courts as being practically
synonymous with process or method. “Process’ has been used as its meaning is more readily grasped than “art” as
interpreted, and the definition in section 100 (b) makesit clear that “process or method” is meant. The remainder of the
definition clarifies the status of processes or methods which involve merely the new use of aknown process, machine,
manufacture, composition of matter, or material; they are processes or methods under the statute and may be patented
provided the conditions for patentability are satisfied.

Limitation on Issuance of Patents
Pub. L. 11229, § 33, Sept. 16, 2011, 125 Stat. 340, provided that:

“(a) Limitation.—Notwithstanding any other provision of law, no patent may issue on a claim directed to or
encompassing a human organism.

“(b) Effective Date—

“(2) In general.—Subsection (a) shall apply to any application for patent that is pending on, or filed on or after, the
date of the enactment of this Act [Sept. 16, 2011].

“(2) Prior applications—Subsection (a) shall not affect the validity of any patent issued on an application to which
paragraph (1) does not apply.”

§102. Conditions for patentability; novelty and loss of right to patent

A person shall be entitled to a patent unless—
(@) the invention was known or used by others in this country, or patented or described in a printed
publication in this or aforeign country, before the invention thereof by the applicant for patent, or
(b) theinvention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of the application for patent
in the United States, or
(c) he has abandoned the invention, or
(d) the invention was first patented or caused to be patented, or was the subject of an inventor’s
certificate, by the applicant or hislegal representatives or assignsin aforeign country prior to the date
of the application for patent in this country on an application for patent or inventor’s certificate filed
more than twelve months before the filing of the application in the United States, or
(e) theinvention was described in
(1) anapplicationfor patent, published under section 122 (b), by another filed in the United States
before the invention by the applicant for patent or
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(2) apatent granted on an application for patent by another filed in the United States before the
invention by the applicant for patent, except that an international application filed under the treaty
defined in section 351 (&) shall havethe effectsfor the purposes of this subsection of an application
filed in the United States only if the international application designated the United States and was

published under Article 21(2) of such treaty in the English language; Lor
(f) hedid not himself invent the subject matter sought to be patented, or

@ (1) during the course of an interference conducted under section 135 or section 291, another
inventor involved therein establishes, to the extent permitted in section 104, that before such
person’s invention thereof the invention was made by such other inventor and not abandoned,
suppressed, or concealed, or
(2) before such person’s invention thereof, the invention was made in this country by another
inventor who had not abandoned, suppressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the respective dates of conception and
reduction to practice of the invention, but also the reasonable diligence of one who was first to
conceive and last to reduce to practice, from atime prior to conception by the other.

Footnotes

1soin original. The semicolon probably should be a comma.

(July 19, 1952, ch. 950, 66 Stat. 797; Pub. L. 92-358, § 2, July 28, 1972, 86 Stat. 502; Pub. L. 94-131,
§5, Nov. 14, 1975, 89 Stat. 691; Pub. L. 106-113, div. B, § 1000(a)(9) [title IV, §§ 4505, 4806], Nov.
29, 1999, 113 Stat. 1536, 1501A-565, 1501A-590; Pub. L. 107-273, div. C, title 111, § 13205(1), Nov. 2,
2002, 116 Stat. 1902; Pub. L. 112-29, § 3(b)(1), Sept. 16, 2011, 125 Stat. 285.)

Amendment of Section

Pub. L. 112-29, §3(b)(1), (n), Sept. 16, 2011, 125 Stat. 285, 293, provided that, effective upon the expiration of the
18-month period beginning on Sept. 16, 2011, and applicable to certain applications for patent and any patentsissuing
thereon, this section is amended to read as follows:

§102. Conditions for patentability; novelty
(a) Novelty; Prior Art.—A person shall be entitled to a patent unless—

(2) the claimed invention was patented, described in a printed publication, or in public use, on sale, or otherwise
available to the public before the effective filing date of the claimed invention; or

(2) the claimed invention was described in a patent issued under section 151, or in an application for patent published
or deemed published under section 122 (b), in which the patent or application, as the case may be, names another
inventor and was effectively filed before the effective filing date of the claimed invention.

(b) Exceptions.—

(1) Disclosures made 1 year or less before the effective filing date of the claimed invention.—A disclosure made 1
year or less before the effective filing date of aclaimed invention shall not be prior art to the claimed invention under
subsection (a)(1) if—

(A) the disclosure was made by the inventor or joint inventor or by another who obtained the subject matter disclosed
directly or indirectly from the inventor or ajoint inventor; or

(B) the subject matter disclosed had, before such disclosure, been publicly disclosed by theinventor or ajoint inventor
or another who obtained the subject matter disclosed directly or indirectly from the inventor or ajoint inventor.

(2) Disclosures appearing in applications and patents.—A disclosure shall not be prior art to aclaimed invention under
subsection (a)(2) if—

(A) the subject matter disclosed was obtained directly or indirectly from the inventor or ajoint inventor;

(B) the subject matter disclosed had, before such subject matter was effectively filed under subsection (a)(2), been

publicly disclosed by the inventor or ajoint inventor or another who obtained the subject matter disclosed directly or
indirectly from the inventor or ajoint inventor; or
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(C) the subject matter disclosed and the claimed invention, not later than the effective filing date of the claimed
invention, were owned by the same person or subject to an obligation of assignment to the same person.

(c) Common Ownership Under Joint Research Agreements.—Subject matter disclosed and a claimed invention shall
be deemed to have been owned by the same person or subject to an obligation of assignment to the same person in
applying the provisions of subsection (b)(2)(C) if—

(1) the subject matter disclosed was developed and the claimed invention was made by, or on behalf of, 1 or more
parties to ajoint research agreement that was in effect on or before the effective filing date of the claimed invention;

(2) the claimed invention was made as aresult of activities undertaken within the scope of thejoint research agreement;
and

(3) the application for patent for the claimed invention discloses or is amended to disclose the names of the parties
to the joint research agreement.

(d) Patents and Published Applications Effective as Prior Art.—For purposes of determining whether a patent or
application for patent is prior art to a claimed invention under subsection (a)(2), such patent or application shall be
considered to have been effectively filed, with respect to any subject matter described in the patent or application—

(2) if paragraph (2) does not apply, as of the actual filing date of the patent or the application for patent; or

(2) if the patent or application for patent is entitled to claim aright of priority under section 119, 365 (a), or 365 (b),
or to claim the benefit of an earlier filing date under section 120, 121, or 365 (c), based upon 1 or more prior filed
applications for patent, as of the filing date of the earliest such application that describes the subject matter.

See 2011 Amendment note below.

Historical and Revision Notes

Paragraphs (a), (b), and (c) are based on Title 35, U.S.C., 1946 ed., § 31 (R.S. 4886, amended (1) Mar. 3, 1897, ch.
391, §1, 29 Stat. 692, (2) May 23, 1930, ch. 312, 8§ 1, 46 Stat. 376, (3) Aug. 5, 1939, ch. 450, § 1, 53 Stat. 1212).

No change is made in these paragraphs other than that due to division into lettered paragraphs. The interpretation by
the courts of paragraph (a) as being more restricted than the actual language would suggest (for example, “known”
has been held to mean “publicly known”) is recognized but no change in the language is made at this time. Paragraph
(a) together with section 104 contains the substance of Title 35, U.S.C., 1946 ed., 8§ 72 (R.S. 4923).

Paragraph (d) is based on Title 35, U.S.C., 1946 ed., § 32, first paragraph (R.S. 4887 (first paragraph), amended (1)
Mar. 3, 1897, ch. 391, § 3, 29 Stat. 692, 693, (2) Mar. 3, 1903, ch. 1019, 8§ 1, 32 Stat. 1225, 1226, (3) June 19, 1936,
ch. 594, 49 Stat. 1529).

The section has been changed so that the prior foreign patent is not a bar unless it was granted before the filing of
the application in the United States.

Paragraph (€) is new and enactsthe rule of Milburn v. Davis-Bournonville, 270 U.S. 390, by reason of which a United
States patent disclosing an invention dates from the date of filing the application for the purpose of anticipating a
subsequent inventor.

Paragraph (f) indicates the necessity for the inventor as the party applying for patent. Subsequent sections permit
certain personsto apply in place of the inventor under special circumstances.

Paragraph (g) is derived from Title 35, U.S.C., 1946 ed., §69 (R.S. 4920, amended (1) Mar. 3, 1897, ch. 391, §2,
29 Stat. 692, (2) Aug. 5, 1939, ch. 450, §1, 53 Stat. 1212), the second defense recited in this section. This paragraph
retains the present rules of law governing the determination of priority of invention.

Language relating specifically to designs is omitted for inclusion in subsequent sections.

Amendments

2011—Pub. L. 112—-29 amended section generally. Prior to amendment, section related to conditions for patentability;
novelty and loss of right to patent.

2002—Subsec. (€). Pub. L. 107—-273, amended Pub. L. 106-113, § 1000(a)(9) [title 1V, § 4505]. See 1999 Amendment
note below. Prior to being amended by Pub. L. 107—273, Pub. L. 106-113, § 1000(a)(9) [title IV, § 4505], had amended
subsec. (€) to read as follows: “The invention was described in—

“(2) anapplication for patent, published under section 122 (b), by another filed inthe United States before theinvention
by the applicant for patent, except that an international application filed under the treaty defined in section 351 (@) shall
have the effect under this subsection of anational application published under section 122 (b) only if theinternational
application designating the United Stateswas published under Article 21(2)(a) of suchtreaty inthe Englishlanguage; or
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“(2) a patent granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that apatent shall not be deemed filed in the United Statesfor the purposes of thissubsection
based on the filing of an international application filed under the treaty defined in section 351 (a); or”.

1999—Subsec. (€). Pub. L. 106-113, § 1000(a)(9) [title IV, § 4505], asamended by Pub. L. 107273, amended subsec.
(e) generaly. Prior to amendment, subsec. (€) read as follows: “the invention was described in a patent granted on an
application for patent by another filed in the United States before the invention thereof by the applicant for patent, or
on an international application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section
371 (c) of thistitle before the invention thereof by the applicant for patent, or”.

Subsec. (g). Pub. L. 106-113, § 1000(a)(9) [title IV, §4806], amended subsec. (g) generally. Prior to amendment,
subsec. (g) read asfollows: “ before the applicant’ sinvention thereof theinvention was madein this country by another
who had not abandoned, suppressed, or concealed it. In determining priority of invention there shall be considered not
only the respective dates of conception and reduction to practice of the invention, but also the reasonabl e diligence of
one who was first to conceive and last to reduce to practice, from atime prior to conception by the other.”

1975—Par. (). Pub. L. 94-131 inserted provision for nonentitlement to a patent where the invention was described
in a patent granted on an international application by another who has fulfilled the requirements of pars. (1), (2), and
(4) of section 371 (c) of thistitle before the invention thereof by the applicant for patent.

1972—Subsec. (d). Pub. L. 92358 inserted reference to inventions that were the subject of an inventors’ certificate.

Effective Date of 2011 Amendment

Amendment by Pub. L. 112-29 effective upon the expiration of the 18-month period beginning on Sept. 16, 2011, and
applicable to certain applications for patent and any patents issuing thereon, see section 3(n) of Pub. L. 112-29, set
out as an Effective Date of 2011 Amendment; Savings Provisions note under section 100 of thistitle.

Effective Date of 1999 Amendment

Amendment by section 1000 (a)(9) [title IV, §4505] of Pub. L. 106-113 effective Nov. 29, 2000 and applicable to
al patents and all applications for patents pending on or filed after Nov. 29, 2000, see section 1000 (a)(9) [title 1V, 8§
4508] of Pub. L. 106-113, as amended, set out as a note under section 10 of thistitle.

Effective Date of 1975 Amendment

Amendment by Pub. L. 94-131 effective Jan. 24, 1978, and applicable on and after that date to patent applications
filed in the United States and to international applications, where applicable, see section 11 of Pub. L. 94-131, set out
as an Effective Date note under section 351 of thistitle.

Effective Date of 1972 Amendment

Section 3(b) of Pub. L. 92-358 provided that: “Section 2 of this Act [amending this section] shall take effect six
months from the date when Articles 1 to 12 of the Paris Convention of March 20, 1883, for the Protection of Industria
Property, as revised at Stockholm, July 14, 1967, come into force with respect to the United States [Aug. 25, 1973]
and shall apply to applications thereafter filed in the United States.”

Savings Provisions

Provisions of subsec. (g) of this section asin effect on the day before the expiration of the 18-month period beginning
on Sept. 16, 2011, apply to each claim of certain applications for patent, and certain patents issued thereon, for which
the amendments made by section 3 of Pub. L. 112-29 also apply, see section 3(n)(2) of Pub. L. 112-29, set out asan
Effective Date of 2011 Amendment; Savings Provisions note under section 100 of thistitle.

Section 4 of act July 19, 1952, ch. 950, 66 Stat. 815, provided that subsec. (d) of this section should not apply to
existing patents and pending applications, but that the law previously in effect, namely the first paragraph of R.S. 4887
[first paragraph of section 32 of former Title 35], should apply to such patents and applications. Said paragraph of
section 32 provided that:

“No person otherwise entitled thereto shall be debarred from receiving apatent for hisinvention or discovery, nor shall
any patent be declared invalid by reason of its having been first patented or caused to be patented by the inventor or
his legal representatives or assigns in aforeign country, unless the application for said foreign patent was filed more
than twelve months, in cases within the provisions of section 31 of thistitle, and six monthsin cases of designs, prior
to the filing of the application in this country, in which case no patent shall be granted in this country.”
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Continuity of Intent Under the CREATE Act

Pub. L. 11229, 83(b)(2), Sept. 16, 2011, 125 Stat. 287, provided that: “The enactment of section 102 (c) of title
35, United States Code, under paragraph (1) of this subsection is done with the same intent to promote joint research
activities that was expressed, including in the legislative history, through the enactment of the Cooperative Research
and Technology Enhancement Act of 2004 (Public Law 108-453; the ‘CREATE Act’) [see Short Title of 2004
Amendment note set out under section 1 of thistitle], the anendments of which are stricken by subsection (c) of this
section [amending section 103 of this title]. The United States Patent and Trademark Office shall administer section
102 (c) of title 35, United States Code, in a manner consistent with the legislative history of the CREATE Act that
was relevant to its administration by the United States Patent and Trademark Office.”

Tax Strategies Deemed Within the Prior Art
Pub. L. 112-29, § 14, Sept. 16, 2011, 125 Stat. 327, provided that:

“(a) In General.—For purposes of evaluating an invention under section 102 or 103 of title 35, United States Code,
any strategy for reducing, avoiding, or deferring tax liability, whether known or unknown at the time of the invention
or application for patent, shall be deemed insufficient to differentiate a claimed invention from the prior art.

“(b) Definition.—For purposes of this section, the term ‘tax liability’ refersto any liability for atax under any Federal,
State, or local law, or the law of any foreign jurisdiction, including any statute, rule, regulation, or ordinance that
levies, imposes, or assesses such tax liability.

“(c) Exclusions—This section does not apply to that part of an invention that—

“(1) isamethod, apparatus, technology, computer program product, or system, that is used solely for preparing a tax
or information return or other tax filing, including one that records, transmits, transfers, or organizes data related to
such filing; or

“(2) isamethod, apparatus, technology, computer program product, or system used solely for financial management,
to the extent that it is severable from any tax strategy or does not limit the use of any tax strategy by any taxpayer
or tax advisor.

“(d) Rule of Construction.—Nothing in this section shall be construed to imply that other business methods are
patentable or that other business method patents are valid.

“(e) Effective Date; Applicability.—This section shall take effect on the date of the enactment of this Act [Sept. 16,
2011] and shall apply to any patent application that is pending on, or filed on or after, that date, and to any patent
that isissued on or after that date.”

Emergency Relief From Postal Situation Affecting Patent Cases

Relief as to filing date of patent application or patent affected by postal situation beginning on Mar. 18, 1970, and
ending on or about Mar. 30, 1970, but patents issued with earlier filing dates not effective as prior art under subsec.
(e) of this section as of such earlier filing dates, see section 1(a) of Pub. L. 9234, formerly set out in a note under
section 111 of thistitle.

§103. Conditions for patentability; non-obvious subject matter

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

(0) (1) Notwithstanding subsection (&), and upon timely election by the applicant for patent to proceed
under this subsection, a biotechnological process using or resulting in acomposition of matter that
isnovel under section 102 and nonobvious under subsection (&) of this section shall be considered
nonobvious if—

(A) claims to the process and the composition of matter are contained in either the same
application for patent or in separate applications having the same effective filing date; and

(B) the composition of matter, and the process at the time it was invented, were owned by
the same person or subject to an obligation of assignment to the same person.
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(2) A patent issued on a process under paragraph (1)—
(A) shall aso contain the claimsto the composition of matter used in or made by that process,
or
(B) shall, if such composition of matter is claimed in another patent, be set to expire on the
same date as such other patent, notwithstanding section 154.
(3) For purposes of paragraph (1), the term “biotechnological process’ means—
(A) aprocessof genetically altering or otherwise inducing asingle- or multi-celled organism
to—
(i) expressan exogenous nucleotide sequence,
(i) inhibit, eliminate, augment, or alter expression of an endogenous nucleotide
sequence, or
(iii) express a specific physiological characteristic not naturally associated with said
organism;
(B) cell fusion procedures yielding a cell line that expresses a specific protein, such as a
monoclonal antibody; and
(C) amethod of using a product produced by a process defined by subparagraph (A) or (B),
or acombination of subparagraphs (A) and (B).

© (1) Subject matter developed by another person, which qualifies as prior art only under one or
more of subsections (e), (f), and (g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed invention were, at the time the claimed
invention was made, owned by the same person or subject to an obligation of assignment to the
same person.
(2) For purposes of this subsection, subject matter developed by another person and a claimed
invention shall be deemed to have been owned by the same person or subject to an obligation of
assignment to the same person if—

(A) the claimed invention was made by or on behalf of partiesto ajoint research agreement
that was in effect on or before the date the claimed invention was made;

(B) the claimed invention was made as a result of activities undertaken within the scope of
the joint research agreement; and

(C) the application for patent for the claimed invention discloses or is amended to disclose
the names of the parties to the joint research agreement.

(3) For purposes of paragraph (2), the term “joint research agreement” means a written contract,
grant, or cooperative agreement entered into by two or more personsor entitiesfor the performance
of experimental, developmental, or research work in the field of the claimed invention.

(July 19, 1952, ch. 950, 66 Stat. 798; Pub. L. 98-622, title I, § 103, Nov. 8, 1984, 98 Stat. 3384; Pub.

L. 104-41, § 1, Nov. 1, 1995, 109 Stat. 351; Pub. L. 106-113, div. B, § 1000(a)(9) [title IV, § 4807(a)],
Nov. 29, 1999, 113 Stat. 1536, 1501A-591; Pub. L. 108-453, § 2, Dec. 10, 2004, 118 Stat. 3596; Pub. L.
112-29, 88 3(c), 20 (j), Sept. 16, 2011, 125 Stat. 287, 335.)

Amendment of Section

Pub. L. 112-29, §20(j), (1), Sept. 16, 2011, 125 Stat. 335, provided that, effective upon the expiration of the 1-year
period beginning on Sept. 16, 2011, and applicable to proceedings commenced on or after that effective date, this
section is amended by striking “of thistitle” each place that term appears. See 2011 Amendment notes bel ow.

Pub. L. 112-29, §3(c), (n), Sept. 16, 2011, 125 Stat. 287, 293, provided that, effective upon the expiration of the
18-month period beginning on Sept. 16, 2011, and applicable to certain applications for patent and any patentsissuing
thereon, this section is amended to read as follows:

§103. Conditions for patentability; non-obvious subject matter
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A patent for a claimed invention may not be obtained, notwithstanding that the claimed invention is not identically
disclosed as set forth in section 102, if the differences between the claimed invention and the prior art are such that
the claimed invention as a whole would have been obvious before the effective filing date of the claimed invention
to aperson having ordinary skill in the art to which the claimed invention pertains. Patentability shall not be negated
by the manner in which the invention was made.

See 2011 Amendment notes below.

Historical and Revision Notes

There is no provision corresponding to the first sentence explicitly stated in the present statutes, but the refusal of
patents by the Patent Office, and the holding of patents invalid by the courts, on the ground of lack of invention or
lack of patentable novelty has been followed since at least as early as 1850. This paragraph is added with the view
that an explicit statement in the statute may have some stabilizing effect, and also to serve as a basis for the addition
at alater time of some criteriawhich may be worked out.

The second sentence states that patentability as to this requirement is not to be negatived by the manner in which the
invention was made, that is, it is immaterial whether it resulted from long toil and experimentation or from a flash
of genius.

Amendments

2011—Pub. L. 112-29, § 3(c), amended section generally. Prior to amendment, section consisted of subsecs. (a) to (c)
and related to conditions for patentability; non-obvious subject matter.

Subsecs. (@), (€)(1). Pub. L. 112-29, 8 20(j), struck out “of thistitle” after “102".

2004—Subsec. (c). Pub. L. 108-453 amended subsec. (c) generally. Prior to amendment, subsec. (c) read as follows:
“Subject matter devel oped by another person, which qualifies as prior art only under one or more of subsections (€),
(f), and (g) of section 102 of thistitle, shall not preclude patentability under this section where the subject matter and
the claimed invention were, at the time the invention was made, owned by the same person or subject to an obligation
of assignment to the same person.”

1999—Subsec. (c). Pub. L. 106-113 substituted “ one or more of subsections(e), (f), and (g)” for “subsection (f) or (g)”.
1995—Pub. L. 10441 designated first and second pars. as subsecs. (a) and (c), respectively, and added subsec. (b).

1984—Pub. L. 98-622 inserted “ Subject matter developed by another person, which qualifies as prior art only under
subsection (f) or (g) of section 102 of this title, shall not preclude patentability under this section where the subject
matter and the claimed invention were, at the time the invention was made, owned by the same person or subject to
an obligation of assignment to the same person.”

Effective Date of 2011 Amendment

Amendment by section 3(c) of Pub. L. 11229 effective upon the expiration of the 18-month period beginning on Sept.
16, 2011, and applicable to certain applications for patent and any patents issuing thereon, see section 3(n) of Pub. L.
11229, set out as an Effective Date of 2011 Amendment; Savings Provisions note under section 100 of thistitle.

Amendment by section 20(j) of Pub. L. 112—29 effective upon the expiration of the 1-year period beginning on Sept.
16, 2011, and applicable to proceedings commenced on or after that effective date, see section 20(1) of Pub. L. 112-29,
set out as anote under section 2 of thistitle.

Effective Date of 2004 Amendment
Pub. L. 108-453, § 3, Dec. 10, 2004, 118 Stat. 3596, provided that:

“(@) In Genera.—The amendments made by this Act [amending this section] shall apply to any patent granted on or
after the date of the enactment of this Act [Dec. 10, 2004].

“(b) Specia Rule—The amendments made by this Act shall not affect any final decision of a court or the United
States Patent and Trademark Office rendered before the date of the enactment of this Act, and shall not affect theright
of any party in any action pending before the United States Patent and Trademark Office or a court on the date of the
enactment of this Act to have that party’s rights determined on the basis of the provisions of title 35, United States
Code, in effect on the day before the date of the enactment of this Act.”

Effective Date of 1999 Amendment

Pub. L. 106-113, div. B, § 1000(a)(9) [title IV, § 4807(b)], Nov. 29, 1999, 113 Stat. 1536, 1501A-591, provided that:
“The amendment made by this section [amending this section] shall apply to any application for patent filed on or
after the date of the enactment of this Act [Nov. 29, 1999].”
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Effective Date of 1995 Amendment

Section 3 of Pub. L. 10441 provided that: “The amendments made by section 1 [amending this section] shall apply
to any application for patent filed on or after the date of enactment of this Act [Nov. 1, 1995] and to any application
for patent pending on such date of enactment, including (in either case) an application for the reissuance of a patent.”

Effective Date of 1984 Amendment
Section 106 of Pub. L. 98-622 provided that:

“(a) Subject to subsections (b), (c), (d), and (e) of this section, the amendments made by this Act [probably should
be “thistitle”, meaning title | of Pub. L. 98-622, enacting section 157 of thistitle, amending this section and sections
116, 120, 135, and 271 of thistitle, and enacting a provision set out as anote under section 157 of thistitle] shall apply
to all United States patents granted before, on, or after the date of enactment of this Act [Nov. 8, 1984], and to al
applications for United States patents pending on or filed after the date of enactment.

“(b) Theamendments made by this Act shall not affect any final decision made by the court or the Patent and Trademark
Office before the date of enactment of this Act [Nov. 8, 1984], with respect to a patent or application for patent, if no
appeal from such decision is pending and the time for filing an appeal has expired.

“(c) Section 271 (f) of title 35, United States Code, added by section 101 of this Act shall apply only to the supplying,
or causing to be supplied, of any component or components of a patented invention after the date of enactment of
this Act [Nov. 8, 1984].

“(d) No United States patent granted before the date of enactment of this Act [Nov. 8, 1984] shall abridge or affect the
right of any person or his successors in business who made, purchased, or used prior to such effective date anything
protected by the patent, to continue the use of, or to sell to others to be used or sold, the specific thing so made,
purchased, or used, if the patent claims were invalid or otherwise unenforceable on a ground obviated by section 103
or 104 of this Act [amending this section and sections 116 and 120 of this title] and the person made, purchased, or
used the specific thing in reasonable reliance on such invalidity or unenforceability. If a person reasonably relied on
such invalidity or unenforceability, the court before which such matter isin question may provide for the continued
manufacture, use, or sale of the thing made, purchased, or used as specified, or for the manufacture, use, or sale of
which substantial preparation was made before the date of enactment of this Act, and it may also provide for the
continued practice of any process practiced, or for the practice of which substantial preparation was made, prior to the
date of enactment, to the extent and under such terms as the court deems equitable for the protection of investments
made or business commenced before the date of enactment.

“(e) The amendments made by this Act shall not affect the right of any party in any case pending in court on the date
of enactment [Nov. 8, 1984] to have their rights determined on the basis of the substantive law in effect prior to the
date of enactment.”

8 104. Invention made abroad

(@ In General.—

(1) Proceedings— In proceedingsin the Patent and Trademark Office, in the courts, and before
any other competent authority, an applicant for a patent, or a patentee, may not establish a date
of invention by reference to knowledge or use thereof, or other activity with respect thereto, in a
foreign country other than a NAFTA country or a WTO member country, except as provided in
sections 119 and 365 of thistitle.

(2) Rights— If aninvention was made by a person, civil or military—
(A) whiledomiciledinthe United States, and serving in any other country in connection with
operations by or on behalf of the United States,
(B) while domiciled inaNAFTA country and serving in another country in connection with
operations by or on behalf of that NAFTA country, or
(C) whiledomiciledinaWTO member country and serving in another country in connection
with operations by or on behalf of that WTO member country,
that person shall be entitled to the same rights of priority in the United States with respect to such
invention as if such invention had been made in the United States, that NAFTA country, or that
WTO member country, as the case may be.
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(3) Useof information.— To the extent that any information in a NAFTA country or aWTO
member country concerning knowledge, use, or other activity relevant to proving or disproving a
date of invention has not been made available for usein a proceeding in the Patent and Trademark
Office, a court, or any other competent authority to the same extent as such information could
be made available in the United States, the Director, court, or such other authority shall draw
appropriateinferences, or take other action permitted by statute, rule, or regulation, in favor of the
party that requested the information in the proceeding.

(b) Definitions— Asused in this section—
(1) the term “NAFTA country” has the meaning given that term in section 2(4) of the North
American Free Trade Agreement Implementation Act; and
(2) the term “WTO member country” has the meaning given that term in section 2(10) of the
Uruguay Round Agreements Act.

(July 19, 1952, ch. 950, 66 Stat. 798; Pub. L. 93-596, § 1, Jan. 2, 1975, 88 Stat. 1949; Pub. L. 94-131, §
6, Nov. 14, 1975, 89 Stat. 691; Pub. L. 98-622, title IV, § 403(a), Nov. 8, 1984, 98 Stat. 3392; Pub. L.
103-182, title 111, § 331, Dec. 8, 1993, 107 Stat. 2113; Pub. L. 103-465, title \V, § 531(a), Dec. 8, 1994,
108 Stat. 4982; Pub. L. 106-113, div. B, § 1000(a)(9) [title IV, § 4732(a)(10)(A)], Nov. 29, 1999, 113
Stat. 1536, 1501A-582; Pub. L. 107-273, div. C, title I11, § 13206(b)(1)(B), Nov. 2, 2002, 116 Stat. 1906;
(As amended Pub. L. 112-29, § 20(j), Sept. 16, 2011, 125 Stat. 335.)

Amendment of Section

Pub. L. 11229, §20(j), (1), Sept. 16, 2011, 125 Stat. 335, provided that, effective upon the expiration of the 1-year
period beginning on Sept. 16, 2011, and applicable to proceedings commenced on or after that effective date, this
section is amended by striking “of thistitle” each place that term appears. See 2011 Amendment note below.
Repeal of Section

Pub. L. 11229, §3(d), (n), Sept. 16, 2011, 125 Stat. 287, 293, provided that, effective upon the expiration of the
18-month period beginning on Sept. 16, 2011, and applicable to certain applications for patent and any patents issuing
thereon, this section is repealed.

Historical and Revision Notes

Based on Title 35, U.S.C., 1946 ed., § 109 (Aug. 8, 1946, ch. 910, 60 Stat. 943).

Language has been changed and the last sentence has been broadened to refer to persons serving in connection with
operations by or on behalf of the United States, instead of solely in connection with the prosecution of the war.
References in Text

Section 2(4) of the North American Free Trade Agreement Implementation Act, referred to in subsec. (b)(1), is
classified to section 3301 (4) of Title 19, Customs Duties.

Section 2(10) of the Uruguay Round Agreements Act, referred to in subsec. (b)(2), is classified to section 3501 (10)
of Title 19.

Amendments

2011—Subsec. (8)(1). Pub. L. 112-29, 20(j), struck out “of thistitle” after “365".

2002—Subsec. (8)(3). Pub. L. 107-273 made technical correction to directory language of Pub. L. 106-113. See 1999
Amendment note below.

1999—Subsec. (8)(3). Pub. L. 106113, as amended by Pub. L. 107-273, substituted “ Director” for “Commissioner”.

1994—Pub. L. 103465 amended section generally, expanding scope of section to include WTO member countries
aong with NAFTA countries and defining term “WTO member country”.

1993—Pub. L. 103-182 amended section catchline and text generally. Prior to amendment, text read as follows: “In
proceedings in the Patent and Trademark Office and in the courts, an applicant for a patent, or a patentee, may not
establish adate of invention by reference to knowledge or use thereof, or other activity with respect thereto, inaforeign
country, except as provided in sections 119 and 365 of this title. Where an invention was made by a person, civil or
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military, while domiciled in the United States and serving in a foreign country in connection with operations by or
on behalf of the United States, he shall be entitled to the same rights of priority with respect to such invention as if
the same had been made in the United States.”

1984—Pub. L. 98-622 substituted “ Patent and Trademark Office” for “Patent Office”.

1975—Pub. L. 94131 inserted in exception provision reference to section 365 of this title relating to priority of
applications having benefit of filing date of prior applications.

Pub. L. 93-596 substituted “ Patent and Trademark Office” for “ Patent Office”.

Effective Date of Repeal

Repeal effective upon the expiration of the 18-month period beginning on Sept. 16, 2011, and applicable to certain
applications for patent and any patentsissuing thereon, see section 3(n) of Pub. L. 11229, set out as an Effective Date
of 2011 Amendment; Savings Provisions note under section 100 of thistitle.

Effective Date of 2011 Amendment

Amendment by section 20(j) of Pub. L. 112—29 effective upon the expiration of the 1-year period beginning on Sept.
16, 2011, and applicabl e to proceedings commenced on or after that effective date, see section 20(1) of Pub. L. 112-29,
Set out as a note under section 2 of thistitle.

Effective Date of 1999 Amendment

Amendment by Pub. L. 106-113 effective 4 months after Nov. 29, 1999, see section 1000 (a)(9) [title IV, §4731] of
Pub. L. 106-113, set out as a note under section 1 of thistitle.

Effective Date of 1994 Amendment
Section 531(b) of Pub. L. 103465 provided that:

“(2) In general. —Except as provided in paragraph (2), the amendment made by this section [amending this section]
shall apply to all patent applicationsthat are filed on or after the date that is 12 months after the date of entry into force
of the WTO Agreement with respect to the United States [Jan. 1, 1995].

“(2) Establishment of date.—An applicant for apatent, or a patentee, may not establish adate of invention for purposes
of title 35, United States Code, that is earlier than 12 months after the date of entry into force of the WTO Agreement
with respect to the United States by referenceto knowledge or use, or other activity, inaWTO member country, except
as provided in sections 119 and 365 of such title.”

Effective Date of 1993 Amendment

Amendment by Pub. L. 103-182 applicable to all patent applications filed on or after Dec. 8, 1993, provided that
applicant for a patent, or a patentee, may not establish a date of invention by reference to knowledge or use thereof,
or other activity with respect thereto, in NAFTA country, except as provided in sections 119 and 365 of thistitle, that
is earlier than Dec. 8, 1993, see section 335(b) of Pub. L. 103-182, set out as a note under section 1052 of Title 15,
Commerce and Trade.

Effective Date of 1984 Amendment

Amendment by Pub. L. 98-622 effective on Nov. 8, 1984, see section 406(a) of Pub. L. 98622, set out as a note
under section 351 of thistitle.

Effective Date of 1975 Amendments

Amendment by Pub. L. 94-131 effective Jan. 24, 1978, and applicable on and after that date to patent applications
filed in the United States and to international applications, where applicable, see section 11 of Pub. L. 94-131, set out
as an Effective Date note under section 351 of thistitle.

Amendment by Pub. L. 93-596 effective Jan. 2, 1975, see section 4 of Pub. L. 93-596, set out as a note under section
1111 of Title 15, Commerce and Trade.

§ 105. Inventions in outer space

(@) Any invention made, used or sold in outer space on a space object or component thereof under
the jurisdiction or control of the United States shall be considered to be made, used or sold within the
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United Statesfor the purposes of thistitle, except with respect to any space object or component thereof
that is specifically identified and otherwise provided for by an international agreement to which the
United States is a party, or with respect to any space object or component thereof that is carried on
theregistry of aforeign state in accordance with the Convention on Registration of Objects Launched
into Outer Space.

(b) Any invention made, used or sold in outer space on a space object or component thereof that is
carried on the registry of aforeign state in accordance with the Convention on Registration of Objects
Launched into Outer Space, shall be considered to be made, used or sold within the United States for
the purposes of this title if specifically so agreed in an international agreement between the United
States and the state of registry.

(Added Pub. L. 101-580, § 1(a), Nov. 15, 1990, 104 Stat. 2863.)

Effective Date; Special Rules
Section 2 of Pub. L. 101-580 provided that:

“ (@) Effective Date—Subject to subsections (b), (c), and (d) of thissection, theamendments made by thefirst section of
this Act [enacting this section] shall apply to al United States patents granted before, on, or after the date of enactment
of thisAct [Nov. 15, 1990], and to all applications for United States patents pending on or filed on or after such date
of enactment.

“(b) Final Decisions—The amendments made by the first section of this Act [enacting this section] shall not affect
any final decision made by a court or the Patent and Trademark Office before the date of enactment of this Act [Nov.
15, 1990] with respect to a patent or an application for a patent, if no appeal from such decision is pending and the
time for filing an appeal has expired.

“(c) Pending Cases—The amendments made by the first section of this Act [enacting this section] shall not affect
the right of any party in any case pending in a court on the date of enactment of this Act [Nov. 15, 1990] to have the
party’ s rights determined on the basis of the substantive law in effect before such date of enactment.

“(d) Non-Applicability.—The amendments made by the first section of this Act [enacting this section] shall not apply
to any process, machine, article of manufacture, or composition of matter, an embodiment of which was launched
prior to the date of enactment of this Act [Nov. 15, 1990].”
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